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DETAILED ACTION 

Specification 

The amendment filed 7/14/2005 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: the first fiill paragraph on page 11, lines 3-8 
cannot be entered since the mole percentage of the platinum is not supported by the specification. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-14 and 37 rejected under 35 U.S.C. 1 12, first paragraph, as failing to coiiq)ly 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in s.uch a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

"a metal consisting essentially of has no support fi-om the specification since nowhere in 
the specification, the expression "consisting essentially of can be interpreted. 
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Regarding claim 2, nowhere in the specification supports a catalyst having a silicon to 
gallium atomic ratio greater than 5. 

Regarding claim 5 and 6 and 7, nowhere in the specification support the percentage of the 
platinum is based on wt%. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitied to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claims 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Desmond et al 
(4,766,265). 

Desmond discloses a process of aromatization of alkane such as ethane to aromatic in the 
presence of a catalyst containing gallium zeolite having ZSM-5 structure a Si/Ga ratio ranging from 
10: 1 to 100: 1 on which platinum has been deposited at the tenqDerature ranging from 500 to 700°C 
under the pressure ranging from ambient to 20 atm and a space velocity from about 0. 1 to about 50 
(the abstract; field of invention; col. 2, lines 54-68; col. 3, lines 25-50, col. 4, lines 38-47). 

The amount of platinum can be found on column 4, lines 5-25. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the apphcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Desmond et al 
(4,766,265) in considered with the admitted prior art disclosed in the specification. 

Desmond discloses a process as discussed above. 

Desmond discloses on column 3, lines 3-5 that the as-synthesized molecular sieve can 
contain alkali metal. Further, as admitted by applicants on page 8 of the specification: 
"According to the lUPAC recommendations, an example of the 
sodium form of the zeolite catalyst would be represented as: 
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[Nax.(H20)z] [GaxSiy02yf3x/2] -MFI 
where x=0.1-25; y=60-100; and z=0.1-10.". 

Such a sodium form of gallosilicate is well-known in the art. Therefore, It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to have 
modified the Desmond process by using this well-known zeoUte as the gallosilicate for the 
Desmond catalyst to arrive at the applicants' claimed process since it is expected that using any 
form of gallosilicate to prepare the catalyst for Desmond's process would yield similar results. 

Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Desmond et al 
(4,766,265) in considered with Bernard et al (4,416,806). 
Desmond discloses a process as discussed above. 

Desmond does not discloses that the catalyst is treated with hydrogen and sulfur as called 
for in claim 37. However, Bernard discloses an aromatization catalyst is treated with sulfur and 
reduced with hydrogen (the abstract; col. 3, hues 30-34). 

It would have been obvious to one having oridinary skill in the art at the time the 
invention was made to have modified the Desmond process by treating the catalyst with 
hydrogen and sulfur to arrive at the applicants' claimed process since Barnard discloses that the 
catalyst possess exceptional aromatizing properties and excellent stability (col. 3, lines 35-40). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poHcy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
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Cir. 1993); In re Longi, 759 F,2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully conq)ly with 37 
CFR 3.73(b). 

Claims 1-13 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 5, 7-9, 15, and 16 of 
copending Application No. 10/748,418. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the conflicting claims disclose a process of 
aromatization of alkane in the presence of MFI-catalyst containing gallium substituted for 
aluminum in the zeohte and platinum at a temperature 350 to 650*'C at the pressure 10-2000 kPa. 
There are minor differences between the conflicting process and the claimed process including 
the ratio of Si/Ga, SV, and the ZSM-5 structure. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have modified the 
conflicting process by using an appropriate Si/Ga, SV, and ZSM-5 structure since (1) it is 
expected that a zeolite having any ratio of Si/Ga would yield similar result, (2) SV is a parameter 
must be selected to optimize the process and (3) ZSM-5 is a MFI zeolite. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claims 1-14 are provisionally rejected under 35 U.S.C. 103(a) as being obvious over 
copending Application No. 10/748,418 which has a common ownership with the instant 
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application. Based upon the earlier effective U.S. filing date of the copending appUcation, it 
would constitute prior art under 35 U.S.C. 102(e) if pubhshed or patented. This provisional 
rejection under 35 U.S.C. 103(a) is based upon a presumption of future publication or patenting 
of the conflicting application. 

This provisional rejection might be overcome either by a showing under 37 CFR 1.132 
that any invention disclosed but not claimed in the copending application was derived fi*om the 
inventor of this application and is thus not the invention "by another," or by a showing of a date 
of invention for the instant appUcation prior to the effective U.S. filing date of the copending 
application under 37 CFR 1 . 13 1 . For applications filed on or after November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(1)(2). 

Response to Amendment 

The Declaration under 37 CFR 1. 132 filed 7/14/05 is insufficient to overcome the 
rejection of claims 1-13, 14, and 37 based upon Desmond as set forth in the last Office action 
because: the unexpected results cannot be used to overcome 102 rejection. 

Assuming arguendo that no 102 rejection were applied, results shown in the declaration 
cannot show unexpected results since the claimed process is not the exenplified process (see 
claims), Further, the results as shown in tables cannot support imexpected results (see tables). 
Results are inconsistent. For Qxainple, in table 1 the exemplified process has a yield of 21.3%. 
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However, the BTX selectivity reaches only 41%. 
the conversion is only 62%. 



Pages 

In table 2, exenqjlified has a yield 24.8%, but 



Response to Arguments 
Applicant's arguments filed 7/14/05 have been folly considered but they are not 
persuasive. 

The argument that Desmond requires Rhenium in the catalyst is not persuasive since 
applicants do not exclude rhenium from the catalyst (see claims). Note that applicants claim a 
catalyst comprising . . . 

The argument that the results shown in the affidavit fro example 1 demonstrate the 
improvement and unexpected result of the claimed invention is not persuasive since if so what is 
improved? Further, the claimed process does not use a ZSM-5 catalyst except claim 13. 

The argument that a suggestion or motivation to modify the ZSM-5 on which platinum 
has been deposited to a zeolite having gallium and silicon in the framework on which a metal 
consisting essentially of platinum has been deposited did not exist is not persuasive since such a 
catalyst used in the conflicting process (see claim 1, 5, and 6). 

AppUcant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thuan D. Dang whose telephone number is 571-272-1445. The 
examiner can normally be reached on Mon-Thu. 

If attentats to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http:/7pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 

Thuan D. Dang 
Primary Examiner 
Art Unit 1764 
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